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EXAMINER’S AMENDMENT 

An examiner’s amendment to the record appears below. Should the changes 
and/or additions be unacceptable to applicant, an amendment may be filed as provided 
by 37 CFR 1 .312. To ensure consideration of such an amendment, it MUST be 
submitted no later than the payment of the issue fee. 

Authorization for this examiner’s amendment was given in a telephone 
conversation between the examiner and applicants’ counsel, Mr. Matthew E. Mulkeen, 
on 9 August 2006. 



IN THE CLAIMS - 



In claim 1 , at page 2 of the correspondence filed by applicants on 30 June 2006, 
line 17, the following deleted material has been re-inserted: 

A 1 is (CR 9 R 10 ) n -A 2 

Immediately after the above re-inserted material, the phrase “except that” and 
the following four lines of text are to remain deleted, as indicated in applicants’ 
amendment, filed 30 June 2006. 



end of amendment 
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Response to Amendment 

As requested by applicants in the correspondence filed 30 July 2006 (hereinafter 
“present amendment”), which is in reply to the Office action mailed 30 March 2006 
(hereinafter “previous Office action"), claims 1,12, 30, 34 and 38 have been amended 
and claims 2, 3, 6, 8,10, 11, 15, 17, 19-29, 32, 33 and 36-48 have been cancelled. 

Election/Restrictions 

A Requirement for Restriction, with a further requirement for applicants to elect a 
single disclosed species for examination purposes, was issued 30 January 2006. By 
virtue of the present amendment, all claims previously indicated as being withdrawn, 
either for not being drawn to the elected invention or for not being readable on the 
elected species, have been cancelled. Therefore, the Requirement for Restriction 
issued 30 January 2006 is hereby WITHDRAWN. 

Obviousness-Type Double Patenting 

In the previous Office action, claims 1, 3-5, 7, 9, 12-14, 16, 18, 30, 31, 34, 35 and 
38 were provisionally rejected under the doctrine of obviousness-type double patenting 
(ODP) as being unpatentable over claims 1-5 of copending application serial number . 
11/213,038. 

Cancellation of instant claim 3 has rendered the rejection of that claim moot. 

As for the provisional ODP rejection of claims 1, 4, 5, 7, 9, 12-14, 16, 18, 30, 31, 
34, 35 and 38, it is the only remaining issue with regard to the instant application’s being 
in condition for allowance (all other objections/rejections having been overcome and 
withdrawn, as explained in the following). Thus, the ODP rejection is hereby withdrawn 
pursuant to the practice outlined in MPEP 804(1 )(B)(1 ). 
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Status of Claim Rejections - 35 USC §112 

In the previous Office action, claims 1, 3-5, 7, 9, 12-14, 16, 18, 30, 31 and 38 
were rejected under the first paragraph of 35 U.S.C. 112, for lack of a disclosure 
enabling the production of the claimed solvates of the compounds according to those 
claims. 

Claim 3 has been cancelled, all rejections of that claim are now moot. 

In view of the present amendment, the rejection of claims 1 , 4, 5, 7, 9, 12-14, 16, 
18, 30, 31 and 38 is hereby withdrawn. “Solvate" has been deleted from the claims. 

In the previous Office action, claims 1, 3-5, 7, 9, 12-14, 16, 18, 30, 31, 34, 35 and 
38 were rejected under the second paragraph of 35 U.S.C. 112, for indefiniteness of the 
terms “heteroaryl” and “heterocyclic,” as they are recited in the claims. No specific, 
exact and concise definition of the terms is set forth in the specification. In view of the 
present amendment, however, adding language to the claims which clearly sets forth a 
Markush group from which the terms “heteroaryl” and “heterocyclic” are to be chosen, 
the rejection of claims 1, 4, 5, 7, 9, 12-14, 16, 18, 30, 31, 34, 35 and 38 is hereby 
withdrawn. 

Status of Claim Rejections - 35 USC § 102 

In the previous Office action, claims 1 , 3, 4, 12, 13, 30 and 31 were rejected 
under 35 U.S.C. 102(b) as being anticipated by WO 98/37080 (Amin et al) and US 
6,313,137 (Amin etal ‘137). 

In view of the present amendment, which deletes from variable R 1 all possible 
identities other than C6-12 aryl, 5-12 membered heteroaryl, C3-12 cycloalkyl and 3-12 




Application/Control Number: 10/786,610 
Art Unit: 1624 



Page 5 



membered heteroalicyclic, the rejections based on Amin et al are hereby withdrawn. 
Amin et al only discloses compounds wherein the substituent corresponding to R 1 of the 
instant claims is methyl. 

Claim Rejections - 35 USC § 103 

In the previous Office action, claims 7 and 16 were rejected under 35 U.S.C. 
103(a) as being unpatentable over Amin et al ‘137. 

Because the anticipation rejection based on the Amin et al ‘137 reference has 
been overcome by amendment, the rejection under this statute is necessarily also 
overcome by the same amendment. 

Allowable Subject Matter 

Claims 1, 4, 5, 7, 9, 12-14, 16, 18, 30, 31, 34, 35 and 38 are allowed. 

The following is an examiner’s statement of reasons for allowance: 

As was stated in the previous Office action, on page 17, the closest prior art with 
respect to the subject matter of the instant claims is the prior art applied in the rejections 
set forth therein. 

Any comments considered necessary by applicant must be submitted no later 
than the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled “Comments on 
Statement of Reasons for Allowance.” 

Conclusion 

All Post-Allowance Correspondence concerning this application must be mailed 
to: 

Mail Stop Issue Fee 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 
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Or you can fax them to the Office of Patent Publications at 703-872-9306, in order to 
expedite the handling of such correspondence as amendments under 37 CFR 1.312; 
information disclosure statements, and formal drawings. Sending Post-Allowance 
papers to Technology Center 1600 will only cause delays in matching papers with the 
case. 

For information concerning status of correspondence sent after receipt of the 
Notice of Allowance, please contact the Correspondence Branch at (703) 305-8027. 

The Notice of Allowance also has an insert containing contact information on other 
items, including Issue Fees, receipt of formal drawings and the status of the application, 
zt 




